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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-4 and 6-18, which
constitute all the clains remaining in the application. An
amendnent after final rejection was filed on August 17, 1995
and was entered by the exam ner.

The di scl osed invention pertains to a spectacle type
di spl ay device. Such devices are worn on the head. The
devi ce conmbi nes two i mage sources and two optical units to
focus the imge sources on the left and right eyes of a
wear er .

Representative claim1l is reproduced as foll ows:

1. A spectacl e type display device substantially
encl osed in a housing and arranged to transmt images
generated by a pair of image sources along a double fol ded
optical path by way of a pair of inage transfer units, each of
whi ch includes a reflection plate and an ocular |lens, and a
reflecting nmeans positioned to receive inmages fromthe imge
transfer units and to project the imges on retinas of the
left and right eyes of a wearer, and which conpri ses:

a first support and |inkage neans for supporting and
linking said pair of inage transfer units so as to be
|aterally noveabl e toward and away from each other, said first
support neans including a rail on which said i mage transfer
units are slidably supported, and

second support neans for supporting said pair of
i mage sources for |ateral novenent toward and away from each
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other and cojointly for novenent in a fore-and-aft direction

relative to the reflection plates and the ocul ar | enses of
sai d i mage transfer neans.

The exam ner relies on the follow ng references:

Heilig 2,955, 156 Cct. 04, 1960
School man 4,559, 555 Dec. 17, 1985
Trunmbul | et al. (Trunbull) 5,124, 840 June 23, 1992
Lee 5,125,733 June 30, 1992
Henkes et al. (Henkes) WO 91/ 04508 Apr. 04, 1991
Suwa et al. (Suwa) 0 438 362 July 24, 1991

(Eur opean application)

Li ndsay, Physical Mechanics, 3RD Edition, 1961 by D. Van
Nost rand Conpany, Inc., pages 39, 40, 411 and 412.

The foll ow ng rejections have been made agai nst the
cl ai nms:

1. dainms 1-3, 5-7, 9-12, 17 and 18 stand rejected
under 35 U.S.C. §8 103 as bei ng unpatentabl e over the teachings
of School man and Heilig.

2. Cains 4 and 8 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over the teachings of School man and
Heilig and further in view of Suwa.

3. Caim13 stands rejected under 35 U. S.C. § 103 as



Appeal No. 1997-0811
Application No. 08/240, 554

bei ng unpatent abl e over the teachings of Schoolnman and Heilig
and further in view of Henkes.

4. Claim 14 stands rejected under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over the teachings of School man and Heilig
and further in view of Lee.

5. Cains 15 and 16 stand rejected under 35 U S.C. 8§
103 as bei ng unpat entabl e over the teachings of School man and
Heilig and further in view of Lindsay and Trunbul | .

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answers.

It is our view, after consideration of the record
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before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 1-4 and 6-18. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to nodify the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordi nary

skill in the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837

F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.

deni ed, 488 U. S.
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825 (1988); Ashland O 1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cr. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQRd 1443, 1444 (Fed. CGr. 1992).

We consider first the rejection of clains 1-3, 5-7, 9-
12, 17 and 18 as unpatentable over School man in view of
Heilig. Wth respect to independent claim1, the exam ner

asserts that Heilig

essentially teaches the clainmed invention except for the
recitation of a reflection plate in the inmage transfer units.
The exam ner cites School man as teaching the use of reflection
plates in a head nounted stereoscopic display. The exam ner
concludes that it would have been obvious to the artisan to
add Schoolman’s reflecting plate to the Heilig device [answer,
pages 3-4].

Appel l ants point to several features of independent
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claim1 which they allege are not taught or suggested by the
conbi nation of Heilig and School man. Anpbng these features are

t he means for supporting and |linking the pair of inmage

transfer units, the neans for supporting the pair of imge
sources for novenent cojointly with the imge transfer units,
and an additional reflection neans positioned to receive
imges fromthe reflection plate and ocul ar | ens of the inage
transfer units [brief, pages 13-16]. The exam ner di sagrees
wi th each of appellants’ observations.

We agree with the position of appellants and
essentially concur with each of the argunents made by themin
the briefs. Wile the exam ner has found sone simlarities
bet ween the clained invention and the teachings of Heilig and
School man, the exam ner has essentially ignored specific

details of the

invention recited in claim1l which are argued by appellants as
denonstrati ng nonobvi ousness. W agree with appellants that a
single neans in Heilig does not provide support and |inkage
functions for the inmage transfer units. Although Heilig
teaches that the image transfer units and the inmage sources
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are each novable in two dinensions, the exam ner has offered
no cogent reason as to why it would have been obvious to nove
the image sources cojointly with the reflection plates and
ocul ar I enses of the image transfer units. Heilig
specifically desires independent novenent of the optical and
television units
[colum 1, lines 32-36]. Also, the exam ner never has
addressed the separate reflecting neans of claim1l which is
connected to the inage transfer units.

Since there are several differences between the
invention of claim1 and the teachings of Heilig and School man
whi ch have not been properly addressed by the exam ner, we

find that the exanminer has failed to establish a prima facie

case of the obviousness of claim1. Therefore, we do not
sustain the rejection of independent claiml based on Heilig
and School man. Since clains 2-4, 17 and 18 depend from

i ndependent claim 1, we also do not sustain the same rejection

Wi th respect to these dependent clains.

Wth respect to i ndependent claim®6, the exam ner
reiterates the position discussed above, and additionally
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notes that the applied prior art does not disclose the clained
cam and |ink nmechanism The exam ner asserts that the clai nmed
cam and

I i nk mechani sm woul d have been an obvi ous design choi ce over

t he screw nechani smtaught by Heilig.

Appel lants point to several features of independent
claim6 which they allege are not taught or suggested by the
conbi nation of Heilig and School man. Anobng these features are
the first operation nmeans and the first slide neans which
includes a camand a link [brief, page 16]. Appellants argue
that the exam ner’s bare assertion that sonmething is a design
choice is insufficient to establish obviousness within the
meaning of 35 U.S.C. 8§ 103. The examiner sinply reiterates
t he obvi ousness of the design choice.

We again agree with the position taken by appellants.
In addition to points discussed above with respect to claim1l
which are also relevant to claim6, we also agree with
appel l ants that the exam ner has not provided a factual record
to support the position that a camand |ink nmechani sm as
recited in claim6 would have been obvious to the artisan in
view of the applied prior art. The fact that camand |ink

mechani sns were known in
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the art does not automatically render such mechani snms obvi ous
when conbined with the other elenents of claim6.

Since the factual record does not support the
obvi ousness of independent claim6 within the nmeaning of 35
US C 8§ 103, we do not sustain the rejection of claim®6 based
on Heilig and School man. Since claim7 depends from
i ndependent claim6, we also do not sustain the same rejection
with respect to this dependent claim

Wth respect to independent clainms 9 and 11, the
exam ner relies on positions previously discussed. Appellants
point to several features of independent clainms 9 and 11 which
they all ege are not taught or suggested by the conbination of
Heilig and School man. W again agree with the position of
appel lants for basically the same reasons we have di scussed
above. The record does not support the exam ner’s concl usion
of obviousness within the neaning of 35 U.S.C. § 103.
Therefore, we do not sustain the rejection of independent
claims 9 or 11 based on Heilig and School man. Since clains
10, 12 and 13 depend fromindependent clains 9 or 11, we al so
do not sustain the sane rejection with respect to these

dependent cl ai ns.
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Dependent clainms 4 and 8 stand rejected on the
t eachi ngs of School man and Heilig and further in view of Suwa.
Dependent claim 13 stands rejected on the teachings of
School man and Heilig and further in view of Henkes. Since
nei t her Suwa nor Henkes overcones the deficiencies noted above
in the basic conbination
of School man and Heilig, we do not sustain the rejection of
t hese dependent clainms as fornul ated by the exam ner.

We now consi der the rejection of claim14 as
unpat ent abl e over School man and Heilig and further in view of
Suwa and Lee. Many of the exam ner’s positions have been
consi dered above. The exam ner al so asserts that the clai ned
recitation of sinultaneous novenent and synchronous novenent
woul d have been obvious in view of Lee s teaching of noving
| enses sinultaneously in two orthogonal directions.

Appel l ants argue that claim 14 recites that the i mage sources
are simultaneously novable in two orthogonal directions.
According to appellants, Lee's inmage sources are fixed and
only the I enses or image transfer units are novable
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si mul t aneously. Therefore, appellants argue that Lee does not
suggest noving i mage sources in response to |ateral novenent
of the lenses [brief, pages 28-29]. The exam ner notes that
Heilig' s knobs could be turned in a manner to achi eve

si mul t aneous novenent of image sources and i nmage transfer

units.

We agree with appellants that the overal
rel ati onshi ps between the mrrors, |enses and adjustnent neans
of claim 14, and the synchronous and simultaneous novenents
specifically recited in claim14 are not suggested by the
col l ective teachings of the applied prior art. The exam ner
has sought to pick and choose el enents of the claimfrom
di verse teachi ngs which do not suggest their conbination
Additionally, we agree wth appellants that even if the
arti san conbi ned the teachings of the applied prior art, the
specific relationships recited in claim14 would not result.
Therefore, we do not sustain the rejection of claim 14 as
formul ated by the exam ner.

Finally, we consider the rejection of clains 15 and 16
as unpat ent abl e over School man, Heilig, Lindsay and Trunbul | .
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These clains recite features which have been consi dered above.
The exam ner adds the teachings of Trunbull to suggest the
obvi ousness of separate left and right image units.

Appel l ants argue that the collective teachings of the applied
prior art do not suggest the sinultaneous novenent of inage
sources in a lateral and |ongitudinal direction nor the

cl ai med rel ati onshi ps between the i mage sources and the image
transfer units which result fromthe cl ai ned novenent [brief,

pages 29-30].

We agree with appellants’ argunents for the sane
reasons whi ch we have di scussed above. Therefore, we do not
sustain the examner’s rejection of clains 15 and 16.

In summary, we have not sustained any of the
examner’s rejections of the clainms under 35 U.S.C. § 103.
Therefore, the decision of the examner rejecting clains 1-4
and 6-18 is reversed.

REVERSED
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John C. Martin )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smth )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
Lance Leonard Barry )
Adm ni strative Patent Judge )

Ronal d P. Kananen, Esg.

Rader, Fishman & G auer P.L.L.C
1233 20th Street, N.W, Suite 501
Washi ngton, D.C. 20036
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